
      U.S. applicants will soon be able to file an international design patent application in the  
      U.S. Patent Office.
      International design patent applications will be published and provide for provisional damages  
      in the U.S.
      The term of design protection in the U.S. will change from 14 to 15 years.

On December 18, 2012, President Obama signed into law the Patent Law Treaties Implementation 
Act of 2012, which implements the Hague Agreement Concerning International Registration of 
Industrial Designs.  This law will make it considerably easier for applicants to file design patents in 
multiple jurisdictions.  It is expected that the U.S. Patent and Trademark Office will issue specific or 
clarifying rules about filing the international design application in the U.S. when the act is closer to 
implementation.  The Act is effective one year after its enactment.
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from the 2012 Act and information on the Hague International Design System, including information from the 
world Intellectual Property Organization (wIPO) website for the Hague System, the following can be expected to 
be available to U.S. applicants. 
  
An applicant in the United States will be able to file an international design patent application in the U.S. Patent and Trademark 
Office and designate member countries or regions of the Hague Agreement in which protection is desired.   Priority may be 
claimed to an earlier filed U.S. design patent application if the international design patent application is filed within six months 
of the earlier filing.  
 
Substantive examination of the international design patent application will be separately conducted by each designated 
country or region according to its own law, and particular countries or regions can choose to reject or refuse protection.  
In the past, a typical procedure to pursue foreign design patent protection used by U.S. applicants was to file a design patent 
application in the U.S. and then, within six months, file individual foreign design patent applications in each country or region 
where protection was desired, claiming priority to the earlier U.S. design patent application.  

The international design patent application provides a U.S. applicant with the options to file a U.S. design patent application 
for pursuing protection in the U.S. and then, within six months, file an international design patent application for pursuing 
foreign protection, or to only file an international design patent application for pursuing protection in both the U.S. and foreign 
countries. 

The member countries and regions of the Hague Agreement Concerning the International Registration of Industrial Designs 
listed on the WIPO website is currently fairly limited but includes the european Union.  The far east does not have many

http://www.hbsr.com/our_people/darrell-wong
http://www.wipo.int/portal/index.html.en
http://www.wipo.int/portal/index.html.en


countries listed; however mongolia, north Korea and Singapore are listed as members.  Consequently, presently, in addition to 
an international design patent application, some applicants might need to file additional design patent applications in 
individual countries not on the member list in order to obtain protection in those countries.
 
An international design patent application can include up to 100 different designs, as long as they are in the same 
classification.  However, it may still be desirable to file separate applications for separate designs if there are particular 
intellectual property ownership, sale or licensing issues.  Under the new law, the term of protection in the U.S. will change 
from 14 to 15 years.  International design patent applications will be published and, like published utility patent applications, 
provide for provisional damages in the U.S. 
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International Design Patent Applications Available Soon

Hamilton Brook Smith Reynolds is devoted to the practice of intellectual property law.  The firm specializes in patents, IP  
litigation, trademarks, copyrights, licensing, due diligence, opinions, and IP counseling. 

This advisory provides  information only and no attorney-client relationship is created by presentation of it.  The information 
provided herein does not constitute legal advice and is not a substitute for professional advice and may be considered  
advertising under the rules of the Supreme Judicial Court of Massachusetts and the U.S.P.T.O.  

Recipients of the alert are expressly licensed to circulate the alert to others in substantially the same form.  If you wish to  
republish the contents of this alert, please contact Judy White, Director of Marketing, at 978.341.0036.
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